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DETAILED ACTION 

Election/Restrictions 

1 . Claims 34-36 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on June 4, 2009. 

Specification 

2. The substitute specification filed 03/13/2006 has been entered. 

Claim Objections 

3. The numbering of claims is not in accordance with 37 CFR 1 . 126 which requires the 
original numbering of the claims to be preserved throughout the prosecution. When claims are 
canceled, the remaining claims must not be renumbered. When new claims are presented, they 
must be numbered consecutively beginning with the number next following the highest 
numbered claims previously presented (whether entered or not). 

4. Misnumbered claim 37 has been renumbered 36. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 22-23 and 33 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Specifically, it is unclear what type of film strength is meant 
by the phrase "film strength." It could mean either dielectric strength, as in claim 18-19 or it 
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could mean mechanical strength, such as the ability to resist tearing, or, as appears to be 
indicated by the specification at page 10, second paragraph, it could mean film thickness. 
Claim Rejections - 35 USC § 102/103 

7. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

10. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) 
and potential 35 U.S. C. 102(e), (f) or (g) prior art under 35 U.S. C. 103(a). 

11. Claims 18-25, 29-30 and 32-33 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over PCT Pat. App. Pub. No. WO 
03/030247 to Hase et al. (of which examiner is using U.S. Pat. App. Pub. No. 2005/0032347 as a 
translation). 

12. With respect to claims 18-19, Hase discloses an electrical device (device, paragraphs 
[0050] and [0078]) comprising: a substrate (copper layers 1 1 and 12 and ceramic layer 10, 
paragraph [0055] and FIG. 2A); an electrical component (semiconductor chips 2, paragraph 
[0057], and FIG. 2A) mounted on the substrate (FIG. 2A) so as to define a surface contour 
between the electrical component and the substrate (FIG. 2A); and at least one electrical 
insulating film (electrically insulating plastic film 3, paragraph [0063], FIG. 2B) provided on the 
substrate (FIG. 2B) and on the electrical component (FIG. 2B) to electrically insulate the 
electronic component (paragraph [0064]), the insulating film having a border section (FIG. 2C) 
in contact with the electrical component and the substrate (FIG. 2C) where the insulating film 
has a surface contour (FIG. 2C) following the surface contour formed between the electrical 
component and the substrate(FIG. 2C). 

13. Hase does not explicitly disclose that the border section of the insulating film has a 
dielectric strength to withstand an electrical field strength of at least 10 kV/mm or that that the 
field strength is within a range of from 10 kV/mm inclusive to 200 kV/mm inclusive. 

14. However, Hase does disclose that high dielectric field strengths are possible using thick 
insulation layers (paragraph [0039]), and films that have homogenous insulation properties 
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(paragraph [0041]), and that dielectric strengths in the kV region can be achieved by bonding 
multiple thin layers of insulation (paragraph [0066]). Moreover, high dielectric field strengths 
would be desirable to improve the reliability of the device against breakdown. 

15. Additionally, Hase does disclose that the film is formed from the same materials as 
disclosed in the present application (paragraph [0022] of Hase, compared with page 5, last 
paragraph, to page 6, first paragraph, of present application), that the insulating film is in the 
same general thickness range as the film of the present application (paragraph [0066] of Hase 
compared to either page 10, second paragraph, or page 12, fourth paragraph, of the present 
application), that it is applied to the electrical component by substantially the same method 
(paragraph [0018] of Hase compared to page 9, last paragraph, to page 10, first paragraph, of the 
present application), and that the insulating film is used for the same purpose as the film of the 
present application (paragraph [0058 of Hase compared to page 8, last paragraph, to page 9, first 
paragraph, of the present application). 

16. Because of the similarity between the materials, film thickness/strength, and method of 
application, the insulating film of Hase would either inherently have the same or similar 
dielectric strength as the films disclosed in the present application (i.e. have a field strength a 
range of from 10 kV/mm inclusive to 200 kV/mm inclusive), or alternatively, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to make the insulating film 
capable of withstanding a field strength in a range from 1 0 kV/mm inclusive to 200 kV/mm 
inclusive. One of ordinary skill in the art would have been motivated to do so because Hase 
teaches that high dielectric strengths are desirable (paragraph [0039] and paragraph [0066]). 
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17. With respect to claim 20, Hase discloses that the surface contour formed between the 
electrical component and the substrate has at least one geometric shape chosen from the group 
consisting of a corner and an edge (FIG. 2C). 

1 8 . With respect to claim 2 1 , Hase discloses that at least the border section of the insulating 
film is formed of a multi-layer structure (paragraphs [0025] and [0066]). 

19. With respect to claim 22, Hase discloses that at least the border section of the insulating 
film has an essentially constant film strength (paragraph [0041]). 

20. With respect to claim 23, Hase does not explicitly disclose that wherein the border 
section of the insulating film has a different film strength compared to a further section of the 
insulating film. However, because the thickness of the film is different at certain points of the 
surface, i.e. from the corner of the border section to the corner of the contact plate, as opposed to 
from a side of the border section to the closest point on the side of the contact plate, the film will 
have a different film strength between those two points (FIG. 2C). 

21 . With respect to claim 24, Hase discloses that at least the border section of the insulating 
film is preformed (insulating film 3 is vacuum laminated, and therefore must have been 
preformed, paragraph [0063]). 

22. With respect to claim 25, Hase discloses that the insulating film is formed of at least one 
plastic selected from the group consisting of polyacrylates, polyimides, polyethylenes, 
polyphenols, polyetheretherketones, polytetrafluorethylenes and epoxies (Hase discloses that the 
film comprises polyimide, polyethylene, polyphenol, polyether ether ketone and epoxies, 
paragraph [0022]). 
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23. With respect to claim 29, Hase discloses that the surface contour formed between the 
electrical component and the substrate has a height difference in a range of from 200 (im 
inclusive to 1000 (im inclusive (paragraph [0021]). 

24. With respect to claim 30, Hase discloses that the electrical component is a semiconductor 
component (chip 2 is a semiconductor, paragraph [0058]). 

25. With respect to claim 32, Hase discloses that at least the border section of the insulating 
film is formed of a multi-layer structure (paragraphs [0025] and [0066]). 

26. With respect to claim 33, Hase discloses that at least the border section of the insulating 
film has an essentially constant film strength (paragraph [0041] and paragraph [0066]). 

Claim Rejections - 35 USC §103 

27. Claim 3 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over PCT Pat. App. 
Pub. No. WO 03/030247 to Hase et al. (of which examiner is using U.S. Pat. App. Pub. No. 
2005/0032347 as a translation). 

28. With respect to claim 31, Hase discloses the electrical device as described with respect to 
the 35 U.S.C. §102/103 rejection of claim 30 as anticipated or in the alternative obvious in view 
of Hase, supra. Hase further discloses that the semiconductor component is a power 
semiconductor component (paragraph [0058]). Hase does not explicitly disclose that the power 
semiconductor component is selected from the group consisting of MOSFETs, IGBTs and 
bipolar transistors. However, MOSFETs, IGBTs and bipolar transistors are the three most 
common types of power semiconductors. It would have been obvious to one of ordinary skill in 
the art at the time of the invention to use a MOSFET, an IGBT or a bipolar transistor as the 
power semiconductor of Hase. One of ordinary skill in the art at the time of the invention would 
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have been motivated to do so because these are the three most common types of power 
semiconductors. 

29. Claims 26-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over PCT Pat. 
App. Pub. No. WO 03/030247 to Hase et al. (of which examiner is using U.S. Pat. App. Pub. No. 
2005/0032347 as a translation) in view of U.S. Pat. No. 5,510,174 to Litman. 

30. With respect to claim 26-27, Hase discloses the electrical device as described with 
respect to the 35 U.S.C. §102/103 rejection of claim 18 as anticipated or in the alternative 
obvious in view of Hase, supra. Hase does not explicitly disclose that the insulating film is 
formed of a composite material containing a plastic and at least one filler material different from 
the plastic or that the filler material has a mesh form. However, Litman discloses the use of fiber 
meshes in insulating films for the purposes of improving mechanical strength of the film (col. 3, 
line 42 to col. 4, line 9). It would have been obvious to one of ordinary skill in the art at the time 
of the invention to use a fiber mesh of Litman in the insulating film of Hase. One of ordinary 
skill in the art would have been motivated to do so in order to improve the mechanical strength 
of the insulating film (col. 3, line 42 to col. 4, line 9). 

3 1 . With respect to claims 28, Hase does not explicitly disclose that the filler material is 
thermally conductive. Litman discloses the addition of thermally conductive filters to insulating 
films (col.l, lines 34-48 and col. 4, lines 4-8). It would have been obvious to one of ordinary 
skill in the art at the time of the invention to add the thermally conductive fillers of Litman to the 
insulating film of Hase. One of ordinary skill in the art would have been motivated to do so in 
order to increase the ability of the electrical component to dissipate heat through the insulating 
film (col.l, lines 16-48 and col. 4, lines 4-8). 
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Conclusion 

32. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NATHAN E. COMSTOCK whose telephone number is (571) 
270-1 133. The examiner can normally be reached on Monday through Thursday, 8am-5pm 
Eastern Standard Time. 

33. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Lavilla can be reached on (571) 272-1539. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

34. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/N E C./ /Michael La Villa/ 

Nathan E. Comstock Michael La Villa 

Patent Examiner, Art Unit 4132 Supervisory Patent Examiner, Art 

05 July 2009 Unit 4132 

6 July 2009 



